THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
written for publication in a law journal and (2) is not binding
precedent of the Board.
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Before HAI RSTON, FLEM NG, and GROSS, Admi nistrative Patent

Judges.
GROSS, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 2, and 5, which are all of the clains
pending in this application.

Appel lants' invention relates to an energency auto visual

communi cati on system whi ch di splays a nessage to an observer
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fromthe interior of a vehicle. Caiml1lis illustrative of
the clainmed invention, and it reads as foll ows:

1. An energency auto visual comunication systemfor
advi senment from vehicle to observer, conprising:

a direct current (DC) to alternating current (AC) power
converter that is inserted into the vehicle's cigarette
lighter socket or wired directly to the battery of the
vehi cl e;

a conputer with keyboard that controls and communi cat es
to an illum nated el ectronic display (LED);

said illumnated electronic display (LED) that attaches
to the rear, front, or side wi ndows of the vehicle allow ng a
message to be displayed on the illum nated el ectronic display
that can be seen through the w ndow.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Katogi et al. (Katogi) 4,752,771 Jun. 21
1988
Rei ser 4,928, 084 May 22,
1990

The prior art reference relied upon by the Board in
rejecting the appealed clains is:
Fahs 5, 132, 666 Jul
21, 1992

Clains 1, 2, and 5 stand rejected under 35 U S.C. § 103

as bei ng unpatentable over Reiser in view of Katogi.
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Reference is made to the Exam ner's Answer (Paper No. 29,
mai l ed April 15, 1996) and the Suppl emental Exam ner's Answer
(Paper No. 31, numiled Septenber 4, 1996) for the exam ner's
conpl ete reasoning in support of the rejection, and to
appel l ants' Brief (Paper No. 27, filed March 27, 1996) and
Reply Brief (Paper No. 30, filed June 12, 1996) for
appel l ants' argunents thereagai nst.

OPI NI ON

We have carefully considered the clainms, the applied
prior art references, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1,
2, and 5.

"*[T] he main purpose of the exam nation, to which every

application is subjected, is to try to nmake sure that what

each claimdefines is patentable."” 1n re H niker Co., 150

F.3d 1362, 1369, 47 USPQd 1523, 1529 (Fed. Cir. 1998)
(quoting Gles S. Rich, The Extent of the Protection and
Interpretation of Clains --Anerican Perspectives, 21 Int'

Rev. Indus. Prop. & Copyright L. 497, 499, 501 (1990)). 1In
interpreting clains, "limtations are not to be read into the
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claims fromthe specification.”" 1n re Van Geuns, 988 F. 2d

1181, 1184, 26 USPQRd 1057, 1059 (Fed. Gir. 1993) (citing Ln
re Zletz, 893 F.2d 319, 321, 13 USP@d 1320, 1322 (Fed. G
1989)). Thus, the first step in any patentability analysis is
to determ ne exactly what is clained. Here, claiml
requires (1) a light emtting diode display which attaches to
a rear, front, or side w ndow of a vehicle and can be seen

t hrough the wi ndow, (2) a conputer with a keyboard for
controlling the display, and (3) a DC to AC converter that
either inserts into the vehicle's cigarette lighter or is
wired directly to the battery of the vehicle. {aim2 adds
that an individual can send a nessage to the display by typing
it into the conputer keyboard and that the display is attached
to the wi ndow via suction cups or an attachnment nechani sm
Claim5 adds the benefit of an individual's not having to exit
the vehicle to comunicate to an observer.

Reiser is directed to a conmbi ned nessage di splay and
brake light. Appellants argue (Brief, page 4 and Reply Brief,
page 2) that their clains do not require braking and (Brief,
page 5) that the exam ner "uses hind-sight reconstruction to

suggest that one having ordinary skill in the art would
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elimnate the braking requirement of Reiser."” Although we
agree with appellants that elimnation of Reiser's braking
requi renent woul d not have been obvious to the skilled
artisan, as doing so would run contrary to the teachings of
Rei ser, the exam ner has not suggested elimnating Reiser's
braki ng requirenment. Instead the exam ner explains (Answer,
page 5) that since nothing in the clainms requires the absence
of a braking requirement, the clains do not preclude a

requi renent for braking. Accordingly, Reiser's conbined

di splay and brake |ight neet the |anguage of appellants’

cl ai ms.

Rei ser's nessage is displayed through the rear wi ndow to
an observer outside the vehicle (thereby neeting the
[imtation of claim5). |In particular, Reiser discloses
(colum 1, line 60 - colum 2, line 12) a display panel of
light emtting diodes (LEDs) detachably secured to the rear
w ndow of a vehicle on the passenger side via suction cups.
Thus, Reiser discloses the clainmed display and the details
t hereof, as well as the attachment nethod recited in claim 2.
Appel l ants argue (Brief, page 4 and Reply Brief, page 3) that
Rei ser "does not nention the option of nounting of the Reiser
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device on any surface or |location on the vehicle." Again we
|l ook to the clains. Caim1l uses the alternative |anguage
"rear, front or side w ndows of the vehicle" (enphasis added).
Thus, a reference need only satisfy one of the three
alternatives, or rather, disclose one |ocation, to neet the
clains. Reiser neets the rear window alternative of the
claims. Therefore, appellants' argunent is not persuasive.

Appel l ants al so assert (Brief, page 4 and Reply Brief,
pages 4-5) that Reiser "does not claimthe ability to display
multiple colors.” View ng appellants' pending clains, we find
no nmention of color. Therefore, Reiser's red display is
sufficient to nmeet the clains.

Reiser's display is controlled by a CPU and nenory (see
colum 2, lines 22-24). Reiser states (colum 4, |ines 37-45)
t hat nessages to be displayed by the LEDs are stored in the
menory and "[a] selected one of the individual nessages is
extracted fromnmenory by the control unit 16 under a command
received froma nessage selector 32 ... provided with a
keyboard having manual |y operable control buttons."™ Thus,

Rei ser discl oses the clai med conputer and keyboard, as well as
the user's ability to enter a nessage as recited in claim 2.
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Appel l ants contend (Reply Brief, page 2) that Reiser's nessage
cannot be changed once the nessage is selected. Once again we
| ook to the clains, and we find no requirenment that the
message be changeabl e once selected. The clains nerely recite
that the individual nust be able to enter a nessage via the
keyboard. As clained, such entry could be only once, when the
message is initially selected. Therefore, the clains do not
require that the user be able to change the nessage.

As to the last elenent of the clains, although Reiser
states (colum 3, lines 51-52) that electrical power is
supplied to the conputer and the display froma power supply
such as the vehicle battery, Reiser does not nention a DC to
AC converter. The exam ner applies Katogi to show that DC to
AC power converters are well-known in the art "for supplying
AC power fromthe existed [sic] DC power supply to an
accessory" (Answer, page 3). The exam ner concl udes,
therefore, that it would have been obvious to use a well-known
DC/ AC converter to supply power fromthe vehicle battery to
t he displ ay.

Appel lants (Brief, pages 5-6) contest the conbinability
of Katogi with Reiser. W agree that Katogi does not provide
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sufficient notivation for nodifying Reiser. Katogi discloses
a liquid crystal instrunent panel for a vehicle with a
fluorescent backlight. In colum 7 Katogi discusses using a
DC/ AC converter to supply AC voltage to the fluorescent |anp.
Nowher e, however, does Katogi suggest a need for a DO AC
converter for an LED display such as the one disclosed by

Rei ser. Although we agree with the exam ner that such
converters are well-known, there nmust be a reason in the
references as to why one would be notivated to nodify the

di splay of Reiser to include a DC AC converter. As we find no
such notivation, we cannot sustain the rejection.

Under the provisions of 37 CFR § 1.196(b), we enter the
foll ow ng new ground of rejection against appellants' clains
1, 2, and 5:

Clains 1, 2, and 5 are rejected under 35 U S.C. § 103 as
bei ng unpatent abl e over Reiser in view of Fahs.

Rei ser discloses all of the clainmed invention except for
a DC/ AC converter, as explained in detail above. Fahs relates
to a vehicle nounted LED display that is controlled by a
conput er processor frominside the vehicle and powered by the
car battery. (See colum 1, line 64-colum 2, line 5 and
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colum 2, line 65). Fahs teaches (colum 3, line 62-colum 4,
line 7) that when the vehicle is stationary, power can be
provi ded from an external power source. However, when the
vehicle is noving, a D AC inverter is used to provide the
necessary wattage fromthe vehicle battery to the conputer
processor and display screens. Since Reiser uses the sane
type of display as Fahs and powers the display using the
vehicle battery (colum 3, lines 51-52), it would have been
obvious to include a DC/ AC inverter for providing the
necessary wattage fromthe vehicle battery, as suggested by
Fahs. Consequently, clainms 1, 2, and 5 would have been
obvi ous over Reiser in view of Fahs.

CONCLUSI ON

The decision of the exam ner rejecting clains 1, 2, and 5
under 35 U.S.C. 8 103 is reversed. A new ground of rejection
of clainms 1, 2, and 5 under 35 U.S.C. §8 103 has been added
pursuant to provisions of 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203

Off. Gaz. Pat. Office 63, 122 (Qct. 21, 1997)). 37 CFR §
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1.196(b) provides that, "[a] new ground of rejection shall not
be considered final for purposes of judicial review"
37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. . .

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

10



Appeal No. 1997-2149
Application No. 08/019, 666

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED
37 CFR § 1.196(hb)
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
M CHAEL R. FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )
apg/ vsh
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JACK V. SM TH
P. 0. BOX 5895
ASHEVI LLE, NC 28813
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